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DETAILED ACTION 

Status of the Application 

[1] Claims 4-8, 10-11, 13-15, and 36-38 are pending in the application. 

[2] Applicant's amendment to the claims, filed on 9/1 0/08, is acknowledged. This 

listing of the claims replaces all prior versions and listings of the claims. 

[3] Receipt of a substitute sequence listing, filed on 12/17/08, is acknowledged. 

[4] Applicant's remarks filed on 9/10/08 in response to the non-final Office action 

mailed on 6/19/08 are acknowledged. Applicant's arguments have been fully 

considered. 

[5] The text of those sections of Title 35 U.S. Code not included in the instant action 
can be found in a prior Office action. 

Specification/informalities 

[6] The objection to the specification as introducing new matter by way of the 
specification amendments filed on 4/25/2005 and 1 1/21/2005 is withdrawn in view of the 
sequence listing filed on 12/17/08, which removes SEQ ID NO:4 and 5. SEQ ID NO:1-3 
as set forth in the 12/17/08 sequence listing appear to be identical to the original 
sequence listing as filed on 2/19/02. 



Claim Rejections - 35 USC § 103 

[7] The rejection of claims 4-8 and 36-37 under 35 U.S.C. 1 03(a) as being 
unpatentable over Curran in view of Keshvara, Niethammer, Carr, and GenBank 
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Accession Numbers 1771281 and 3288851 is maintained for the reasons of record and 
the reasons set forth below. In the interest of brevity, it is noted that the rejection was 
fully explained in a prior Office action. See item [9] beginning at p. 4 of the Office action 
mailed on 6/19/08. 

RESPONSE TO ARGUMENT: Beginning at p. 4 of the remarks filed on 9/10/08, 
applicant argues the invention is based on the discovery that Dab1 is selectively 
phosphorylated by Cdk5 on Ser491 and Ser515. Applicant argues this discovery is 
important and non-obvious because it provides a method for detecting Cdk5 activity in a 
biological sample, which method is different from a method for determining the sites of 
Dab1 phosphorylation by Cdk5. According to applicant, there was no way to predict a 
priori that certain sites in Dab1 would be phosphorylated only by Cdk5 and provide a 
method for detecting Cdk5 activity, which, according to applicant, was difficult before the 
present invention because of the lack of a substrate that is selectively phosphorylated 
by Cdk5. 

Applicant's argument is not found persuasive. The examiner maintains the 
position that the claimed invention would have been obvious to one of ordinary skill in 
the art at the time of the invention. While the prior art clearly teaches or suggests Dab1 
phosphorylation by Cdk5, the examiner acknowledges that the combination of 
references does not appear to explicitly teach or suggest phosphorylation of Dab1 by 
Cdk5 at residues Ser491 and Ser515. However, the examiner maintains the position 
that by practicing the method as taught or suggested by the combination of prior art (as 
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noted previously at pp. 7-8 of the Office action mailed on 6/19/08), one would have 
practiced a method that is encompassed by the claims. 

Although applicant takes the position that a method for detecting Cdk5 serine 
kinase activity in a biological sample is different from the method as taught or suggested 
by the prior art, applicant fails to point out with particularity the difference(s) between the 
claimed method and the method as taught or suggested by the prior art. Put another 
way, there is no objective evidence or line of reasoning to support the position that the 
method as taught or suggested by the prior art is not encompassed by the method as 
claimed. While the examiner acknowledges the preamble's recitation of "method for 
detecting cyclin dependent kinase 5... serine kinase activity in a biological sample", this 
recitation has been interpreted as an intended use of the claimed method and has been 
accorded no patentable weight with respect to the active method steps of the claims. 
See MPEP 21 06. II. C, which states, "Language that suggests or makes optional but 
does not require steps to be performed or does not limit a claim to a particular structure 
does not limit the scope of a claim or claim limitation". 

At least for the reasons stated above, the examiner maintains the position that 
the combination of cited references properly establishes a prima facie case of 
obviousness. 

[8] The rejection of claim(s) 10-11, 13-15, and 38 under 35 U.S.C. 103(a) as being 
unpatentable over Curran in view of Keshvara, Niethammer, Carr, and GenBank 
Accession Numbers 1771281 and 3288851 as applied to claims 4-8 and 36-37 above 
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and further in view of Howell, Fu, Michalewski, and Zhen is maintained for the reasons 
of record and the reasons set forth below. In the interest of brevity, it is noted that the 
rejection was fully explained in a prior Office action. See item [10] beginning at p. 13 of 
the Office action mailed on 6/19/08. 

RESPONSE TO ARGUMENT: Beginning at p. 6 of the remarks filed on 9/10/08, 
applicant argues it was not obvious that Cdk5 serine kinase activity could be determined 
by determining the Dab1 serines that are phosphorylated by Cdk5 and that none of the 
cited references suggests Ser491 and Ser515 of Dab1 as being phosphorylated only by 
Cdk5. Thus, according to applicant, because there is nothing in the prior art references 
of Curran, Keshvara, Niethammer and the recited GenBank Accession Numbers to 
suggest the inventions in claims 6-8 and 36-37, combining Howell, Fu, Michalewski and 
Zhen with Curran, Keshvara, Niethammer and the recited GenBank numbers does not 
render obvious the recited antibodies of claims 10-11, 1 3-1 4 and 38. 

Applicant's argument is not found persuasive. The examiner maintains the 
position that the claimed invention would have been obvious to one of ordinary skill in 
the art at the time of the invention. As noted above, the examiner acknowledges that the 
combination of references does not appear to explicitly teach or suggest 
phosphorylation of Dab1 by Cdk5 at residues Ser491 and Ser515. However, the 
examiner maintains the position that by practicing the method as taught or suggested by 
the combination of references (as noted previously at pp. 14-15 of the Office action 
mailed on 6/19/08), one would have practiced a method that is encompassed by the 
claims. 
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Although applicant takes the position that measuring Cdk5 activity is not obvious 
from the method as taught or suggested by the prior art, applicant fails to point out with 
particularity the difference(s) between the claimed method and the method as taught or 
suggested by the prior art. In other words, there is no objective evidence or line of 
reasoning to support the position that the method as taught or suggested by the prior art 
is not encompassed by the method as claimed. While the examiner acknowledges the 
preamble's recitation of "method for detecting cyclin dependent kinase 5... serine kinase 
activity in a biological sample", this recitation has been interpreted as an intended use of 
the claimed method and has been accorded no patentable weight with respect to the 
active method steps of the claims. See MPEP 21 06. II. C, which states, "Language that 
suggests or makes optional but does not require steps to be performed or does not limit 
a claim to a particular structure does not limit the scope of a claim or claim limitation". 

At least for the reasons stated above, the examiner maintains the position that 
the combination of cited references properly establishes a prima facie case of 
obviousness. 

Conclusion 

[9] Status of the claims: 

Claims 4-8, 10-11, 13-15, and 36-38 are pending. 
Claims 4-8, 10-11, 13-15, and 36-38 are rejected. 
No claim is in condition for allowance. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David J. Steadman whose telephone number is 571- 
272-0942. The examiner can normally be reached on Mon to Fri, 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on 571-272-081 1 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/David J. Steadman/ 

Primary Examiner, Art Unit 1656 



